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DETAILED ACTION 

1 . This action is responsive to the following communications: RCE filed on January 8 th , 2008 

2. Claims 1-9, 11, 13, 14 and 16-20 are pending claims. 

3. Applicants amended claims 1 , 11, 16, and 20. 

4. Applicants canceled claims 10, 12, and 15. 

Continued Examination Under 37 CFR 1.114 

5. A request for continued examination under 37 CFR 1.114, including the fee set forth in 37 CFR 
1.17(e), was filed in this application after final rejection. Since this application is eligible for continued 
examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) has been timely paid, the 
finality of the previous Office action has been withdrawn pursuant to 37 CFR 1.114. Applicant's 
submission filed on 01/08/2008 has been entered. 

Claim Rejections - 35 USC § 101 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, 
or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

7. Claims 1, 2, and 6 - 9 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claims 1, 2, 6, 8, and 9 do not positively recite statutory subject matter. 

In this case, computer-related inventions whether descriptive or functionally descriptive material 
are non-statutory categories when claimed as descriptive material perse (see Warmerdam, 33 F.3d at 
1360 USPQ2d at 1759), falling under the "process" category (i.e. inventions at that consist of a series of 
steps or acts to be performed). See 35 U.S.C. 100(b) ("The term process means, art, or method, and 
includes a new of a known process, machine, manufacture, composition of matter or material"). 
Functional descriptive material: "data structures" representing descriptive material per se or computer 
program representing computer listing per se (i.e. software per se) when embodied in a computer- 
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readable media are still not statutory because they are not capable of causing functional change in the 
computer. However, a claimed computer- readable storage medium encoded with a data structure, 
computer listing or computer program, having defined structural and functional interrelationships between 
the data structure, computer listing or computer program and the computer software and hardware 
component, which permit the data structure's, listing or program's functionality to be realized, is statutory 
(see MPEP §2106). 

To expedite a complete examination of the instant application the claims rejected under 35 
U.S.CI01 (nonstatutory) above are further rejected as set forth below in anticipation of applicant 
amending these claims to place them within the four statutory categories of invention 



Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented 
and the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. This application currently names joint inventors. In considering patentability of the claims under 
35 U.S.C. 103(a), the examiner presumes that the subject matter of the various claims was commonly 
owned at the time any inventions covered therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1 .56 to point out the inventor and invention dates of 
each claim that was not commonly owned at the time a later invention was made in order for the 
examiner to consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior 
art under 35 U.S.C. 103(a). 
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10. Claims 1-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over Grossman et al., 
US PG PUB# 2004/0119761 A1 (hereinafter Grossman) in view of Padwick, "Special Edition Using 
Microsoft Outlook 2000" (hereinafter Padwick). 
As for independent claim 1 : 

Grossman shows messaging system comprising: 

• an address menu having an identification field with a plurality of associated address fields, each 
of the plurality of address fields operable to maintain an address for a messaging receipt option; a 
graphical user interface operable to present the address menu (0053, Fig. 7 shows multiple 
address fields for a messaging receipt option); 

• an address box associated with an outgoing electronic message capable of receiving multiple 
user-selected addresses from the plurality of address fields of identification field for subsequent 
transfer of the outgoing electronic message to the user-selected addresses (Grossman shows an 
address box receiving multiple addresses through use of single selector in (Fig. 4# 410, Fig. 
5#510, 520, and 530; Para. 0062-0063). 

Grossman does not specifically show a selector to initiate presentation of the address menu on the 
graphical user interface for user selection of multiple addresses from the plurality of address fields of 
identification field . In the same field of invention Padwick teaches a selector (Figure 3.32 "To" to initiate 
presentation of the address menu on the graphical user interface for selecting multiple addresses as 
shown in "Creating a Message", Pgs. 6, 7, and Figure 3.32 in Padwick and also shown below: 
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Figure 3.32. The Select Names dialog box shows the names in your Address Book. These names are listed at 
the left side of the dialog box. 

Accordingly it would have been obvious to one of ordinary skill in the art at the time of the invention was 
made to modify the Grossman messaging system to incorporate a selector to initiate presentation of the 
address menu on the graphical user interface for user selection of multiple addresses from the plurality of 
address fields of identification field as taught by Padwick, thus allowing the user to select a plurality of 
names and addresses from the Message form (Padwick, "Creating a Message", Pg. 6). 
As for dependent claim 2: 

Grossman-Padwick suggests the sysfem of claim 1 wherein the identification field maintains a contact 
alias for a potential recipient of an outgoing message (0079). It would have been obvious to one of 
ordinary skill in the art at the time of the invention was made to modify Grossman for the same reason as 
stated previously above (see claim 1 supra). 
As for dependent claim 3: 

Grossman-Padwick suggests the system of claim 1, further comprising: a computer storing a first address 
menu for a first user and a second address menu for a second user; and an interface engine associated 
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with the computer and operable to communicatively couple a remote computer associated with the first 
user to the computer storing the first address menu (0014, 0046, 0075). It would have been obvious to 
one of ordinary skill in the art at the time of the invention was made to modify Grossman for the same 
reason as stated previously above (see claim 1 supra). 
As for dependent claim 4: 

Grossman-Padwick suggests the system of claim 3 wherein the computer storing the first address menu 
is operable to initiate communication of internet protocol packets (Fig. 4# 450). It would have been 
obvious to one of ordinary skill in the art at the time of the invention was made to modify Grossman for 
the same reason as stated previously above (see claim 1 supra). 
As for dependent claim 5: 

Grossman-Padwick suggests the system of claim 3, wherein the remote computer is communicatively 
coupled to the computer storing the first address menu via a cable modem (0075). It would have been 
obvious to one of ordinary skill in the art at the time of the invention was made to modify Grossman for 
the same reason as stated previously above (see claim 1 supra). 
As for dependent claim 6: 

Grossman-Padwick suggests the system of claim 1, further comprising: a first address field associated 
with the identification field, the first address field for maintaining a first address type of a contact; and a 
second address field associated with the identification field, the second address field for maintaining a 
second address type of the contact (Fig .4 shows different types of contact information associated with a 
user). It would have been obvious to one of ordinary skill in the art at the time of the invention was made 
to modify Grossman for the same reason as stated previously above (see claim 1 supra). 

11. Claims 11, 13, 14, 16-18, and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Grossman et al., US PG PUB# 2004/0119761 A1 (hereinafter Grossman) in view of Shavit et al, 
US PG PUB# 2002/0160757 (hereinafter Shavit). 
As for independent claim 11: 

Grossman shows a messaging method comprising: 
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• initiating presentation of a first user-selectable item for viewing a collection of contact information 
(Grossman, 0048); 

• receiving a signal indicating a user selection of the first user-selectable item (Grossman, 0050); 

• initiating a graphical user interface (GUI) element to present an address menu comprising contact 
information for at least one potential addressee (Clicking on Fig.4# 470, Para. 0062 will initiate a 
graphical user interface displaying an address menu to display a plurality of addresses), 

Grossman does not specifically show (1) the contact information including a first selectable address and a 
second selectable address for the at least one potential addressee (2) recognizing a selection of the first 
address and the second address; (3) initiating presentation of the first address and the second address in 
an address box associated with an outgoing electronic message . In the same field of invention Shavit 
teaches a contacts database which stores a list of addresses of a potential addressee (Shavit, 0034). 
Shavit allows the user to configure a priority table to send a message to a desired recipient with a plurality 
of addresses (Shavit, 0007). Accordingly it would have been obvious to one of ordinary skill in the art at 
the time of the invention was made to modify the Grossman messaging system to incorporate (1 ) the 
contact information including a first selectable address and a second selectable address for the at least 
one potential addressee (2) recognizing a selection of the first address and the second address; (3) 
initiating presentation of the first address and the second address in an address box associated with an 
outgoing electronic message as taught by Shavit, thus allowing the user to send a message to a desired 
recipient with a plurality of addresses (Shavit, 0007). 

As for dependent claim 13: 

Grossman- Shavit suggests the method of claim 1 1, further comprising: receiving a signal indicating a 
request to prepare an outgoing message; and initiating presentation of a messaging graphical user 
interface (GUI) to present a message composition template comprising an address box and a message 
input box (Grossman, Figs 4 and 7, 0059). It would have been obvious to one of ordinary skill in the art at 
the time of the invention was made to modify the graphical user interface of Grossman for the same 
reason as stated previously above (see claim 11, supra). 
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As for dependent claim 14: 

Grossman- Shavit suggests the method of claim 11, further comprising: modifying the address menu in 
response to a user input comprising addition of another potential addressee; subsequently initiating the 
graphical user interface (GUI) element; and presenting the address menu as comprising contact 
information for the at least one potential addressee and the another potential addressee (Grossman, 
0059). It would have been obvious to one of ordinary skill in the art at the time of the invention was made 
to modify the graphical user interface of Grossman for the same reason as stated previously above (see 
claim 11, supra). 
As for dependent claim 16: 

Grossman- Shavit suggests the method of claim 11, further comprising: initiating presentation of a second 
user-selectable item associated with sending the outgoing electronic message to the first address and the 
second address in the address box (Grossman, 0059 and 0060). It would have been obvious to one of 
ordinary skill in the art at the time of the invention was made to modify the graphical user interface of 
Grossman for the same reason as stated previously above (see claim 11, supra). 
As for dependent claim 17: 

Grossman- Shavit suggests the method of claim 16, further comprising: receiving a signal indicating a 
user selection of the second user-selectable item; and initiating communication of the outgoing message 
to the first address and the second address (Grossman, 0053, 0059 and 0060). It would have been 
obvious to one of ordinary skill in the art at the time of the invention was made to modify the graphical 
user interface of Grossman for the same reason as stated previously above (see claim 1 1 , supra). 
As for dependent claim 18: 

Grossman- Shavit suggests the method of claim 17 further comprising attaching a file to the outgoing 
message (Grossman, Fig. 4). It would have been obvious to one of ordinary skill in the art at the time of 
the invention was made to modify the graphical user interface of Grossman for the same reason as stated 
previously above (see claim 1 1 , supra). 

As for dependent claim 20: 
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Claim 20 contains similar substantial subject matter as claimed in claim 1 1 and is respectfully rejected 
along the same rationale. 

12. Claims 7 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Grossman 
et al., US PG PUB# 2004/0119761 A1 (hereinafter Grossman) in view of Padwick, "Special Edition 
Using Microsoft Outlook 2000" (hereinafter Padwick), and in further view of Landesmann, US# 
7,072,943 B2. 

As for dependent claims 7 and 8: 

Grossman teaches the above limitations (see claim 1, supra). Grossman shows/suggests a 
messaging system that has the ability to send messages to a plurality of communication type such as 
email address, instant messaging, facsimile, and telephone. Grossman further shows the messaging 
system have the ability to place a call to a desired contact. Grossman and Padwick does not specifically 
shows a short messaging service address, an enhanced messaging service address, and a multimedia 
messaging service address as communication type. However in the same field of invention Landesmann 
teaches a system which route email to a handheld device such as PDA or Cell phone (Landesmann, 6: 
13-40). In addition an Official Notice is taken that communication type: short messaging service address, 
an enhanced messaging service address, and a multimedia messaging service address are well known in 
the art, such as shown by the following: (1) O'Neil et al, US# 7,127,232 R2 and (2) Shavit et al., US PG 
PUB#2002/01 60757. Accordingly it would have been obvious to one of ordinary skill in the art at the time 
of the invention was made modify the system of Grossman and Padwick to incorporate routing email 
messages to a mobile device as taught by Landesmann, thus allowing the desired contact to receive 
messages through their handheld device (Landesmann, 6: 13-40) 

13. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Grossman et al., US 
PG PUB# 2004/0119761 A1 (hereinafter Grossman) in view of Padwick, "Special Edition Using 
Microsoft Outlook 2000" (hereinafter Padwick) in view of Landesmann, US# 7,072,943 B2, and in 
further view of Fernandes, US# 6,014,135. 

As for dependent claim 9: 
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Grossman shows/suggests the above limitations (see claims 1 , 7 and 8, supra). Grossman 
further shows/suggests the messaging system sharing file between the user and the desired contact (Fig. 
4). Grossman, Padwick, and Landesmann do not specifically show the system of claim 8, further 
comprising an attachment engine operable to convert a file attached to an outgoing message into a 
format receivable by a device associated with a messaging receipt option. Fernandes teaches a 
messaging system which converts one message format type to another message type (Fernandes, 13: 
45-53). Accordingly it would have been obvious to one of ordinary skill in the art at the time of the 
invention was made to modify the system of Grossman, Padwick, and Landesmann to incorporate the 
converting message type function in a messaging system as taught by Fernandes, thus allowing the 
desired user to receive the intended message through various devices. 

14. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over Grossman et al., US 
PG PUB# 2004/0119761 A1 (hereinafter Grossman) ) in view of Shavit et al, US PG PUB# 
2002/0160757 (hereinafter Shavit) in view of Fernandes, US# 6,014,135. 
As for dependent claim 19: 

Grossman shows the above limitations (see claims 1 1 , supra). Grossman further shows the 
messaging system sharing file between the user and the desired contact (Fig. 4). Grossman and Shavit 
do not specifically show the method of claim 18 further comprising converting the file into a format 
receivable by a device associated with the first address. Fernandes teaches a messaging system which 
converts one message format type to another message type (Fernandes, 13: 45-53). Accordingly it 
would have been obvious to one of ordinary skill in the art at the time of the invention was made to modify 
the method of Grossman and Shavit to incorporate the converting message type function in a messaging 
system as taught by Fernandes, thus allowing the desired user to receive the intended message through 
various devices. 

It is noted that any citation to specific, pages, columns, lines, or figures in the prior art 
references and any interpretation of the references should not be considered to be limiting in any 
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way. A reference is relevant for all it contains and may be relied upon for all that it would have 
reasonably suggested to one having ordinary skill in the art. In re Heck, 699 F.2d 1331, 1332- 
33,216 USPQ 1038, 1039 (Fed. Cir. 1983) (quoting In re Lemelson, 397 F.2d 1006,1009, 158 USPQ 
275, 277 (CCPA1968)). 

The Examiner notes MPEP § 2144.01, that quotes In re Preda, 401 F.2d 825,159 USPQ 342, 
344 (CCPA 1968) as stating "in considering the disclosure of a reference, it is proper to take into 
account not only specific teachings of the reference but also the inferences which one skilled in 
the art would reasonably be expected to draw therefrom." Further MPEP 2123, states that "a 
reference may be relied upon for all that it would have reasonably suggested to one having 
ordinary skill the art, including nonpreferred embodiments. Merck & Co. v. Biocraft Laboratories, 
874 F.2d 804, 10 USPQ2d 1843 (Fed. Cir.), cert, denied, 493 U.S. 975 (1989). 



Response to Arguments 

15. Applicant's arguments with respect to claims 1-9, 11, 13, 14, and 16-20 have been considered 
but are moot in view of the new ground(s) of rejection. 

Conclusion 

16. The prior art made of record and not relied upon is considered pertinent to applicant's disclosure. 
Any inquiry concerning this communication or earlier communications from the examiner should 

be directed to David Phantana-angkool whose telephone number is 571-272-2673. The examiner can 
normally be reached on M-F, 9:00-5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Weilun Lo can be reached on 571-272-4847. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) 
at 866-217-9197 (toll-free). If you would like assistance from a USPTO Customer Service Representative 
or access to the automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272- 
1000. 

DP 

/David Phantana-angkool/ 
Examiner, Art Unit 2179 



/Weilun Lo/ 

Supervisory Patent Examiner, Art Unit 2179 



